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DETAILED ACTION 

Claims 30-37 are currently presented and have been examined. 

Response to Arguments 
Applicant's arguments with respect to claims 30-37 have 
been considered but are moot in view of the new ground (s) of 
rejection. 

Information Disclosure Statement 

. The information disclosure statement (IDS) submitted on 22 
March 2007 was filed after the mailing date of the non- final 
rejection on 22 September 2006. The submission is in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the 
information disclosure statement is being considered by the 
examiner . 

Specification 

The title of the invention is not descriptive. A new title 
is required that is clearly indicative of the invention to which 
the claims are directed. 

35 USC 112, 6 th paragraph Interpretation 

The Examiner notes that claims 34-37 recite limitations 
that are presumed to invoke 35 USC 112, 6 th paragraph. If the 
Applicant wishes such interpretation to be given to the claims, 
the Applicant must show for the record why the claim language 
properly invokes 35 USC 112, 6 th paragraph and identify the 
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function and corresponding structure. The Applicant must also 
amend the claims, if necessary, to meet the requirements of the 
3 -prong analysis as prescribed in MPEP 2181. The Examiner also 
suggests that the Applicant amend the specification, if 
necessary, to explicitly state what structure corresponds to the 
recited function with reference to the claimed terms and 
phrases, provided no new matter is introduced. See 3 7 CFR 
1.75(d) and MPEP 2181. 

Claim Interpretation 

Claims 30-37 recite the conjunction "if" when reciting 
steps in conjunction with a conditional step. In view of the 
broadest reasonable interpretation of the claims as required by 
MPEP 2111, these limitations may be interpreted in the sense 
that the limitations occur when the condition step occurs, but 
also introduces the possibility that the conditional step may 
not occur, thereby rendering the limitation to be not positively 
recited. Since the claim fails to recite any specific 
limitations regarding the possibility that the conditional step 
may not occur, the broadest reasonable interpretation of the 
claim allows for the possibility wherein no functionality is 
achieved when the conditional step is not achieved. Therefore, 
the above interpretation has been considered during the 
examination of the claims. If the Applicant wishes the 
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limitations to be positively recited, the claims must be amended 
to either recite limitation in the case wherein the conditional 
step does not occur or remove such a case from consideration. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs 
of 3 5 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A p'erson shall be entitled to a patent unless - 

- (a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

1. Claims 30 and 34 are rejected under 35 U.S.C. 102(a) as 
being anticipated by "Olympus Digital Vision D-320L D-220L 
Digital Camera Instructions" ("Olympus"). 

Applicant cannot rely upon the foreign priority papers to 
overcome this rejection because a translation of said papers has 
not been made of record in accordance with 37 CFR 1.55. 

The Examiner submits that an English translation is 
required for the purpose of determining the applicant's right to 
rely on the foreign filing date. See MPEP § 201.15. 

Regarding claim 30, "Olympus" discloses a method of 
controlling a data communication apparatus, the method 
comprising the steps of: 
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controlling the data communication apparatus to send image 
data selected by a user to a printer via a serial bus, the image 
data selected by the user being sent from the data communication 
apparatus if a send instruction is entered into the data 
communication apparatus; (see at least page 128, specifically 
"By connecting the camera to the P-30QU printer with the 
exclusive camera, pictures can be directly sent from the 
camera. ... (3) Select the picture you want to print...") 

controlling the data communication apparatus to start 
inhibiting, invalidating or ignoring a predetermined user 
instruction if the send instruction is entered into the data 
communication apparatus and controlling the data communication 
apparatus to stop inhibiting, invalidating, or ignoring the 
predetermined user instruction if the printer notifies the data 
communication apparatus that the image data selected by the user 
is printed, (see at least page 128, specifically "The Condition 
indicator LED lights while printing, and other operations are 
disabled") 

Claim 34 is also rejected since this claim recites 
substantially the same limitations as recited in claim 30. 
2. Claims 30-32 and 34-36 are rejected under 35 U.S.C. 102(b) 
as being anticipated by US Patent 4,827,347 to Bell. 
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controlling the data communication apparatus to send image 
data selected by a user to a printer via a serial bus, the image 
data selected by the user being sent from the data communication 
apparatus if a send instruction is entered. into the data 
communication apparatus; controlling the data communication 
apparatus to start inhibiting, invalidating or ignoring a 
predetermined user instruction if the send instruction is 
entered into the data communication apparatus; and controlling 
the data communication apparatus to stop inhibiting, 
invalidating, or ignoring the. predetermined user instruction if 
the printer notifies the data communication apparatus that the 
image data selected by the user is printed, also wherein 
controlling the data communication apparatus to notify a user 
with a warning message if the predetermined user instruction is 
entered into the data communication apparatus when the 
predetermined user instruction is inhibited, invalidated, or 
ignored, and also wherein the data communication apparatus is an 
apparatus including at least one video recording unit and at 
least one camera unit, (column 2, lines 20-34; column 3, lines 
30-41) (note that the steps wherein a send instruction is 
entered into the data communication apparatus, the send 
instruction is entered into the data communication apparatus, 
the printer notifies the data communication apparatus that the 
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image data selected by the user is printed are conditional, and 
are interpreted to not occur in accordance with MPEP 2111) 

Claims 34-36 are also rejected since these claims recite 
substantially the same limitations as recited in claims 30-32 
respectively. 

Claim Re jections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a. whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said sub j ect matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 

Co., 383 U.S. 1, 148.USPQ 459 (1966), that are applied for 

establishing a background for determining obviousness under 3 5 

U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art . 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent 
art. 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C.' 103(a), 
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the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

3. Claims 31-32 and 35-36 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over "Olympus" in view of US Patent 6 442 
349 Bl to Saegusa et al. 

Regarding claim 31, "Olympus" discloses a method according 
to claim 30. 

"Olympus" does not expressly disclose further comprising 
the step of controlling the data communication apparatus to 
notify a user with a warning message if the predetermined user 
instruction is entered into the data communication apparatus 
when the predetermined user instruction is inhibited, 
invalidated, or ignored, however, Saegusa does disclose this 
limitation in the context of providing instructions to a user on 
a data communication apparatus (see at least column 1, lines 4 9 
and 52-56) . 



Application/Control Number: 09/903,706 Page 9 

Art Unit: 2143 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings 
of these references since Saegusa discloses that notifying a 
user with a warning message prevents the user from entering 
commands when such an operation would be undesirable (see column 
1, lines 52-56) . In view of these specific advantages and that 
the references are directed to providing instructions to a user 
on a data communication apparatus, one of ordinary skill would 
have been motivated to combine these references and would have 
considered them to be analogous to one another based on their 
related fields of endeavor, which would lead one of ordinary 
skill to reasonably expect a successful combination of the 
teachings . 

Claim 35 is also rejected since this claim recites 
substantially the same limitations as recited in claim 31. 

Regarding claim 32, "Olympus" and Saegusa disclose the 
method according to claim 30. 

"Olympus" discloses wherein the data communication 
apparatus is an apparatus including at least one video recording 
unit and at least one camera unit, (see references within 
"Olympus" to "camera") 

Saegusa also discloses this limitation (see references 
within Saegusa to "camera"). 
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4. Claims 33 and 37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over "Olympus" and Saegusa as applied to 
claims 30 and 34 above, and further in view of U IEEE 1394: A 
Ubiquitous Bus" ("IEEE 1394"). 

Regarding claim 33, "Olympus" and Saegusa disclose the 
method of claim 30. 

"Olympus" and Saegusa do not expressly disclose wherein the 
serial bus conforms to IEEE 13 94 standards, however, "IEEE 13 94" 
does disclose such a communication bus in the context of image 
transferring (page 1 ,' specif ically "Its scalable architecture 
and flexible peer-to-peer topology make 1394 ideal for 
connecting devices from computers and hard drives, to digital 
audio and video hardware"; page 2, specifically "Broad markets 
for 1394 digital data transport include: .. .audio, image, and 
video products for multimedia, printer and scanner products for 
imaging ...")' 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings 
of these references since "IEEE 1394" discloses that using the 
IEEE 1394 bus allows for a universal I/O connection and a 
scalable architecture between devices such as printers and 
imaging devices (see page 1) . In view of these specific 
advantages and that the references are directed transferring 
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image data between nodes over a communication .bus , one of 
ordinary skill would have been motivated to combine these 
references and would have considered them to be analogous to one 
another based on their related fields of endeavor, which would 
lead one of ordinary skill to reasonably expect a successful 
combination of the teachings. 

Claim 37 is also rejected since this claim recites 
substantially the same limitations as recited in claim 33. 
5. Claims 33 and 37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Bell and Saegusa as applied to claims 3 0 
and 34 above, and further in view of "IEEE 1394: A Ubiquitous 
Bus" ("IEEE 1394") . 

Regarding claim 33, Bell and Saegusa disclose the method of 
claim 30. 

Bell and Saegusa do not expressly disclose wherein the 
serial bus conforms to IEEE 13 94 standards, however, "IEEE 13 94" 
does, disclose such a communication bus in the context of image 
transferring (page 1, specifically "Its scalable architecture 
and flexible peer-to-peer topology make 13 94 ideal for 
connecting devices from computers and hard drives, to digital 
audio and video hardware"; page 2, specifically "Broad markets 
for 1394 digital data transport include :... audio, image, and 
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video products for multimedia, printer and scanner products for 
imaging .„'.") 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings 
of these references since "IEEE 1394" discloses that using the 
IEEE 13 94 bus allows for a universal I/O connection and a 
scalable architecture between devices such as printers and 
imaging devices (see page 1) . In view of these specific 
advantages and that the references are directed transferring 
image data between nodes over a communication bus, one of 
ordinary skill would have been motivated' to combine these 
references and wpuld have considered them to be analogous to one 
another based on their related fields of endeavor, which would 
lead one of ordinary skill to reasonably expect a successful 
combination of the teachings. 

Claim 37 is also rejected since this claim recites 
substantially the same limitations as recited in claim 33. 

Conclusion 

Applicants amendment necessitated the new ground(s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 
CFR 1. 136 (a) . 
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A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to George C. 
Neurauter, Jr. whose telephone number is 571-272-3918. The 
examiner can normally be reached , on Monday-Friday 9am-5 :30pm. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David Wiley, can be 
reached on 571-272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300 . 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 



